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Double Patenting 

1. The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a . patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F,2d 438, 164 USPQ 619 (CCPA 1970); and, In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321D may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

2. Claims 1-14 are rejected under the judicially created doctrine 
of obviousness -type double patenting as being unpatentable over 
claims 1-13 of prior U.S. Patent No. 6,188,702. Although the 
conflicting claims are not identical, they are not patentably 
distinct from each other because they are included within the 
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scope of the claims of the prior patent. 

Regarding claim 1 which corresponds element for element to 
claim 1 of the patent, the claim is a verbatim copy of the patent 
claim with the deletion of the wherein clause of the patent. 
Regarding claim 2 which corresponds to claim 2 of the patent, the 
claim is a verbatim copy of the patent claim. Regarding claim 3 
which corresponds to claim 3 of the patent, the claim is a 
verbatim copy of the patent claim. Claim 4 is an obvious 
equivalent to elements of patent claim 1 since the signal is 
equivalent to the signal of the wherein clause of the patent. 
Regarding claim 5 which corresponds element for element to claim 
4 of the patent, the parity generator is an obvious over the 
parity generator of the patent. Claim 6 is obvious equivalent to 
patent limitations of claim 5 with the exception of the wherein 
clause of the patent. Regarding claim 7 which corresponds to 
claim 6 of the patent, the claim is a verbatim copy of the patent 
claim. Regarding claim 8 which corresponds to claim 7 of the 
patent, the claim is a verbatim copy of the patent claim. Claim 9 
is obvious equivalent to patent limitations of claim 5 of the 
signal of the wherein clause of the patent claim. Claim 10 is 
obvious equivalent to patent limitations of claim 8 with the 
exception of the signal in the tagging step. Regarding claim 11 
which corresponds to claim 9 of the patent, the claim is a 
verbatim copy of the patent claim. Regarding claim 12 which 
corresponds to claim 10 of the patent, the claim is a verbatim 
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copy of the patent claim. Claim 13 is an obvious equivalent to 
elements of patent claim 8 since the signal is equivalent to the 
signal of the signal in the tagging step of the patent. Claim 14 
is an obvious over elements of patent claim 8 since claims steps 
would be necessary and inherent steps to the operation of the 
method claims of the patent. It would have been obvious to the 
person having ordinary skill in this art to provide a similar 
arrangement for the Tornetta et al et al patent because it is 
included within the claimed scope of the invention. 
3. The following is a quotation of 35 U.S. C. . 103 which forms 
the basis for all obviousness rejections set forth in this Office 
action: 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Subject matter developed by another person, which qualifies 
as prior art only under subsection (f) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the- subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 



4. Claims 1-14 are rejected under 35 U.S.C. 103 as being 
unpatentable over Yato et al or Mori at al in view of Obana et al 
(587 newly cited) . 

Regarding claim 1, Yato et al (See Figs. 2, 5, and 
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8) or Mori at al (See Figs. 2, 5a-6) discloses an apparatus for 
converting a plurality of parallel data streams by employing 
pairs of multiplexer which are then input to multiplexer or 
serial converted to output clocked serial data substantially as 
claimed. The differences between the above and the claimed 
invention is the explicit recitation of a specific synchronizing 
signal. It is noted that the claimed signal are the functional 
equivalent of the clock signals of the prior art. Obana et al 
(See Col. 7, lines 20-40) show synchronizing signals in a stacked 
multiplexer arrangement for producing serial data. It would have 
been obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Yato et al or Mori at al 
because the substitution of equivalents, i.e. timing signals are 
old and well known and necessary for the functioning of any 
multiplexer. Regarding the optical limitations of claim 2, both 
Obana et al ( Col. 1, lines 15-45) and Mori et al(Col. 3, lines 
50-55) show optical fiber transmission. Regarding claim 3, these 
limitations are obvious over the nine bit signal of Mori et 
al(Col. 7, lines 2 0-45) and the 16 bit frame of Obana et al . The 
differences between the above and the claimed invention is the 
explicit bit sizing. It is noted that the claimed bit sized have 
become standard in the digital arts. It would have been obvious 
to the person having ordinary skill in this art to provide a 
similar arrangement for Yato et al or Mori at al because the 
disclosed fiber systems such as sonnet are designed to 
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accommodate differing bit sizes from disparate clients. 
Regarding claim 4, Yato et al(col. 3, lines 1-5) or Mori at 
al (claim 11) or Obana et al(Fig. 10) shows the generation of a 
multiple phase clock signal. The differences between the above 
and the claimed invention is specific tagging of frames. It is 
noted that the purpose of these multiple phase clock signals is 
the ability to de-multiplex the combined signal at the receiver. 
It would have been obvious to the person having ordinary skill in 
this art to provide a similar arrangement for Yato et al or Mori 
at al because the inherent tagging properties of the clocking 
signal. Regarding the parity limitations of claim 5, Mori et 
al(Col. 7, lines 20-45) show the use of parity bits. Regarding 
claim 6, Yato et al (See Figs. 2, 5, and 8) or Mori at al (See 
Figs. 2, 5a-6) discloses an apparatus for converting a plurality 
of parallel data streams by employing pairs of multplexer which 
are then input to multiplexer or serial converted to output 
clocked serial data as well as the reverse substantially as 
claimed. The differences between the above and the claimed 
invention is the explicit recitation of a specific synchronizing 
tagging signal. It is noted that the claimed tagging signal are 
the functional equivalent of the clock signals of the prior art. 
Obana et al (See Col. 7, lines 20-40) show synchronizing signals 
in a stacked multiplexer arrangement for producing serial data. 
It would have been obvious to the person having ordinary skill in 
this art to provide a similar arrangement for Yato et al or Mori 
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at al because the substitution of equivalents, i.e. timing 
signals are old and well known and necessary for the functioning 
of any multiplexer. Regarding the optical limitations of claim 7, 
both Obana et al ( Col. 1, lines 15-45) and Mori et al (Col . 3, 
lines 50-55) show optical fiber transmission. Regarding claim 8, 
these limitations are obvious over the nine bit signal of Mori et 
al(Col. 7, lines 20-45) and the 16 bit frame of Obana et al . The 
differences between the above and the claimed invention is the 
explicit. bit sizing. It is noted that the claimed bit sized have 
become standard in the digital arts. It would have been obvious 
to the person having ordinary skill in this art to provide a 
similar arrangement for Yato et al or Mori at al because the 
disclosed fiber systems such as sonnet are designed to 
accommodate differing bit sizes from disparate clients. 
Regarding claim 9, Yato et al(col, 3, lines 1-5) or Mori at 
al (claim 11) or Obana et al(Fig. 10) shows the generation of a 
multiple phase clock signal. The differences between the above 
and the claimed invention is specific tagging of frames. It is 
noted that the purpose of these multiple phase clock signals is 
the ability to de-multiplex the combined signal at the receiver. 
It would have been obvious to the person having ordinary skill in 
this art to provide a similar arrangement for Yato et al or Mori 
at al because the inherent tagging properties of the clocking 
signal. Regarding claim 10, Yato et al (See Figs. 2, 5, and 8) or 
Mori at al (See Figs. 2, 5a- 6) discloses a method for converting 
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a plurality of parallel data streams by employing pairs of 
multplexer which are then input to multiplexer or serial 
converted to output clocked serial data substantially as claimed. 
The differences between the above and the claimed invention is 
the explicit recitation of a specific synchronizing signal. It 
is noted that the claimed signal are the functional equivalent of 
the clock signals of the prior art. Obana et al (See Col. 1, 
lines 20-40) show synchronizing signals in a stacked multiplexer 
arrangement for producing serial data. It would have been obvious 
to the person having ordinary skill in this art to provide a 
similar arrangement for Yato et al or Mori at al because the 
substitution of equivalents, i.e. timing signals are old and well 
known and necessary for the functioning of any multiplexer. 
Regarding claim 11, Yato et al (See Figs. 2, 5, and 8) or Mori at 
al (See Figs. 2, 5a-6) discloses a method for converting a 
plurality of parallel data streams by employing pairs of 
multplexer which are then input to multiplexer or serial 
converted to output clocked serial data as well as the reverse 
substantially as claimed. The differences between the above and 
the claimed invention is the explicit recitation of a specific 
synchronizing tagging signal. It is noted that the claimed 
tagging signal are the functional equivalent of the clock signals 
of the prior art. Obana et al (See Col. 7, lines 20-40) show 
synchronizing signals in a stacked multiplexer arrangement for 
producing serial data. It would have been obvious to the person 
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having ordinary skill in this art to provide a similar 
arrangement for Yato et al or Mori at al because the substitution 
of equivalents, i.e. timing signals are old and well known and 
necessary for the functioning of any multiplexer. Regarding the 
optical limitations of claim 12, both Obana et al ( Col. 1, lines 
15-45) and Mori et al(Col. 3, lines 50-55) show optical fiber 
transmission. Regarding claim 13, Yato et al(col. 3, lines 1-5) 
or Mori at al (claim 11) or Obana et al(Fig. 10) shows the 
generation of a multiple phase clock signal. The differences 
between the above and the claimed invention is specific tagging 
of frames. It is noted that the purpose of these multiple phase 
clock signals is the ability to de-multiplex the combined signal 
at the receiver. It would have been obvious to the person having 
ordinary skill in this art to provide a similar arrangement for 
Yato et al or Mori at al because the inherent tagging properties 
of the clocking signal. Regarding the protocol limitation of 
claim 14, these are obvious over the prior art because the 
disclosed fiber systems such as sonnet are designed to 
accommodate differing bit sizes from disparate clients 

5. Claims 15-30 are rejected under 35 U.S.C. 103 as being 
unpatentable over Mori at al in view of Obana et al (587 newly 
cited) and Schmidt. 

Regarding claim 15, Mori at al (See Figs. 2, 5a-6) discloses 
an apparatus for converting a plurality of parallel data streams 



• 



Serial Number: 09/739,081 -10- 
Art Unit: 266 i 

by employing pairs of multiplexer which are then input to 
multiplexer or serial converted to output clocked serial data on 
optical fiber transmission (see Mori et al Col. 3, lines 50-55) 
substantially as claimed. The differences between the above and 
the claimed invention is the explicit recitation of a specific 
switching and a channel director having ESCON fibers. It is 
noted that the claimed channel director is the functional 
equivalent of the switches of the prior art. Obana et al (See 
Col. 7, lines 20-40) show a stacked multiplexer switching 
arrangement for producing serial data. Schmidt (See Fig. 1 and 
Col. 4, lines 20-40) show a fault tolerant channel director 
having many ESCON fibers into a switch matrix. It would have been 
obvious to the person having ordinary skill in this art to ^ 
provide a similar arrangement for Mori at al because the 
substitution of equivalents, i.e. the switch matrixes are old and 
well known and necessary for the functioning of this multiplexer 
and the same function as the equivalent of a channel director. 
Regarding the multplexer limitations of claim 16, both Obana et 
al ( Col. 1, lines 15-45) and Mori et al(Col. 3, lines 50-55) show 
multiplexer pair transmission. Regarding claim 17, Mori at 
al (claim 11) or Obana et al(Fig. 10) shows the generation of a 
multiple phase clock signal. The differences between the above 
and the claimed invention is specific tagging of data from a 
port. It is noted that the purpose of these multiple phase clock 
signals is the ability to de-multiplex the combined signal at the 
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receiver. It would have been obvious to the person having 
ordinary skill in this art to provide a similar arrangement for 
Yato et al or Mori at al because the inherent tagging properties 
of the clocking signal. Regarding the optical limitations of 
claim 18, both Obana et al ( Col. 1, lines 15-45) and Mori et 
al(Col. 3, lines 50-55) show optical fiber transmission. 
Regarding claim 19, Mori at al (See Figs. 2, 5a-6) discloses an 
apparatus for converting a plurality of parallel data streams by 
employing pairs of multiplexer which are then input to 
multiplexer or serial converted to output clocked serial data on 
optical fiber transmission (see Mori et al Col. 3, lines 50-55) 
and its reception substantially as claimed. The differences 
between the above and the claimed invention is the explicit 
recitation of a specific switching and a channel director having 
ESCON fibers. It is noted that the claimed channel director is 
the functional equivalent of the switches of the prior art. Obana 
et al (See Col. 7, lines 20-40) show a stacked multiplexer 
switching arrangement for producing serial data. Schmidt (See Fig. 
1 and Col. 4, lines 20-40) show a fault tolerant channel director 
having many ESCON fibers into a switch matrix. It would have been 
obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Mori at al because the 
substitution of equivalents, i.e. the switch matrixes are old and 
well known and necessary for the functioning of this multiplexer 
and the same function as the equivalent of a channel director. 
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Regarding claim 20, Mori at al (claim 11) or Obana et al(Fig. 10) 
shows the generation of a multiple phase clock signal. The 
differences between the above and the claimed invention is 
specific tagging of data from a port. It is noted that the 
purpose of these multiple phase clock signals is the ability to 
de -multiplex the combined signal at the receiver. It would have 
been obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Yato et al or Mori at al 
because the inherent tagging properties of the clocking signal. 
Regarding the optical limitations of claim 21, both Obana et al ( 
Col. 1, lines 15-45) and Mori et al(Col. 3, lines 50-55) show 
optical fiber transmission. Regarding claim 22, Mori at al (See 
Figs. 2, 5a- 6) discloses an apparatus for converting a plurality 
of parallel data streams by employing pairs of multiplexer which 
are then input to multiplexer or serial converted to output 
clocked serial data on optical fiber transmission (see Mori et al 
Col. 3, lines 50-55) substantially as claimed. The differences 
between the above and the claimed invention is the explicit 
recitation of a specific switching and a channel director having 
ESCON fibers. It is noted that the claimed channel director is 
the functional equivalent of the switches of the prior art. Obana 
et al (See Col. 7, lines 20-40) show a stacked multiplexer 
switching arrangement for producing serial data. Schmidt (See Fig. 
1 and Col. 4, lines 20-40) show a fault tolerant channel director 
having many ESCON fibers into a switch matrix. It would have been 
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obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Mori at al because the 
substitution of equivalents, i.e. the switch matrixes are old and 
well known and necessary for the functioning of this multiplexer 
and the same function as the equivalent of a channel director. 
Regarding the multplexer limitations, of claim 23, both Obana et 
al ( Col. 1, lines 15-45) and Mori et al(Col. 3, lines 50-55) show 
multiplexer pair transmission. Regarding claim 24, Mori at 
al (claim 11) or Obana et al(Fig. 10) shows the generation of a 
multiple phase clock signal. The differences between the above 
and the claimed invention is specific tagging of data from a 
port. It is noted that the purpose of these multiple phase clock 
signals is the ability to de-multiplex the combined signal at the 
receiver. It would have been obvious to the person having 
ordinary skill in this art to provide a similar arrangement for 
Yato et al or Mori at al because the inherent tagging properties 
of the clocking signal. Regarding the optical limitations of 
claim 25, both Obana et al ( Col. 1, lines 15-45) and Mori et 
al(Col. 3, lines 50-55) show optical fiber transmission. 
Regarding claim 26, Mori at al (See Figs. 2, 5a-6) discloses an 
apparatus for converting a plurality of parallel data streams by 
employing pairs of multiplexer which are then input to 
multiplexer or serial converted to output clocked serial data on 
optical fiber transmission (see Mori et al Col. 3, lines 50-55) 
and its reception substantially as claimed. The differences 
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between the above and the claimed invention is the explicit 
recitation of a specific switching and a channel director having 
ESCON fibers. It is noted that the claimed channel director is 
the functional equivalent of the switches of the prior art. Obana 
et al (See Col. 7, lines 20-40) show a stacked multiplexer 
switching arrangement for producing serial data. Schmidt (See Fig. 
1 and Col. 4, lines 2 0-40) show a fault tolerant channel director 
having many ESCON fibers into a switch matrix. It would have been 
obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Mori at al because the 
substitution of equivalents, i.e. the switch matrixes are old and 
well known and necessary for the functioning of this multiplexer 
and the same function as the equivalent of a channel director. 
Regarding claim 27, Mori at al (claim 11) or Obana et al(Fig. 10) 
shows the generation of a multiple phase clock signal. The 
differences between the above and the claimed invention is 
specific tagging of data from a port. It is noted that the 
purpose of these multiple phase clock signals is the ability to 
de-multiplex the combined signal at the receiver. It would have 
been obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Yato et al or Mori at al 
because the inherent tagging properties of the clocking signal . 
Regarding the optical limitations of claim 28, both Obana et al ( 
Col. 1, lines 15-45) and Mori et al(Col. 3, lines 50-55) show 
optical fiber transmission. Regarding claim 29, Mori at al (See 
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Figs. 2, 5a-6) discloses an apparatus for converting a plurality 
of parallel data streams by employing pairs of multiplexer which 
are then input to multiplexer or serial converted to output 
clocked serial data on optical fiber transmission (see Mori et al 
Col. 3, lines 50-55) substantially as claimed. The differences 
between the above and the claimed invention is the explicit 
recitation of a specific switching and a channel director having 
ESCON fibers. It is noted that the claimed channel director is 
the functional equivalent of the switches of the prior art . Obana 
et al (See Col. 7, lines 20-40) show a stacked multiplexer 
switching arrangement for producing serial data. Schmidt (See Fig. 
1 and Col. 4, lines 2 0-40) show a fault tolerant channel director 
having many ESCON fibers into a switch matrix. It would have been 
obvious to the person having ordinary skill in this art to 
provide a similar arrangement for Mori at al because the 
substitution of equivalents, i.e. the switch matrixes are old and 
well known and necessary for the functioning of this multiplexer 
and the same function as the equivalent of a channel director. 
Regarding the multplexer limitations of claim 30, both Obana et 
al ( Col. 1, lines 15-45) and Mori et al(Col. 3, lines 50-55) show 
multiplexer pair transmission. 

6. Claims 15-30 contain the trademark/trade name ESCON. 
Where a trademark or trade name is used in a claim as a 
limitation to identify or describe a particular material or 
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product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 
USPQ 1020 (Bd. App, 1982) . The claim scope is uncertain since 
the trademark or trade name cannot be used properly to identify 
any particular material or product. A trademark or trade name is 
used to identify a source of goods, and not the goods themselves. 

Thus, a trademark or trade name does not identify or describe 
the goods associated with the trademark or trade name. In the 
present case, the trademark/ trade name is used to 
identify/ describe communication ports and, accordingly, the 
identification/description is indefinite. 



7. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Salvatore 
Cangialosi whose telephone number is (703) 305-1837. If attempts 
to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Douglas 01ms, can be reached at (703) - 
305-4703. 

Any response to this action should be mailed to: 

Commissioner of Patent and Trademarks 
Washington , D . C . 2 0231 
or faxed to (703) 872-9314 (for Technology Center 2600 only) 

Hand delivered responses should be brought to Crystal Park 
II, 2121 Crystal Drive, Arlington, Virginia, Sixth 
Floor (Receptionist) . 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the 
Technology Center 2600 Customer Service Office whose telephone 
number is (703) 306-0377. v, 

SALVATORE CANGIALOSI 
PRIMARY EXAMINER 
ART UNIT 222 



